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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-3, 4-1 1 , drawn to method of forming a socket and knee 
reconstruction, classified in class 606, subclass 88. 

II. Claim 12, drawn to a marking hook, classified in class 433, subclass 143. 

III. Claim 13, drawn to a drill guide, classified in class 606, subclass 96. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process can be performed with other tools or by hand. 

Inventions I and III are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process can be performed with other tools or by hand. 

Inventions III and II are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
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806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because a "marking hook" is not 
particularly required as part of the drill guide. The subcombination has separate utility 
such as a dental tool. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Stephen Soffen on January 25, 2006 a 
provisional election was made without traverse to prosecute the invention of I, claims 1- 
1 1 . Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 12-13 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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Information Disclosure Statement 

Examiner notes that one of the references (Schmieding et al. - US Pat 5350716, 
published Sept. 1999) could not be found. Both the patent number and the publishing 
date are incorrect when associated with the inventor. Thus, it was not considered. 



Drawings 

The drawings were received on June 3, 2004. These drawings are acceptable. 



Double Patenting 



The provisional nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" granted 
by a patent and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 
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Claims 1, 4, 5, and 9 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 9, 15 and 21 of 
copending Application No. 10/792780. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the difference between the 
application claims and the patent claims lies in the fact that the patent claims include 
more elements and are thus much specific. Thus the invention of the patent claims are 
in effect a "species" of the "generic" invention of the application claims. It has been held 
that the generic invention is "anticipated" by the "species". See In re Goodman, 29 
USPQ2d 2010 (Fed. Cir. 1993). Since the application claims are anticipated by the 
patent claims, they are not patentably distinct from the patent claims. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Objections 

Claims 7, 8, 10 are objected to because of the following informalities: Applicant 
states "pin" several times. For examination purposes, examiner will take note that "pin" 
refers to "guide pin" at this time. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 6 and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 6, which depends from claim 4, recites the limitation "step of introducing a 
guide pin" in line 1-2. There is insufficient antecedent basis for this limitation in the 
claim. Examiner takes note that this step is found in claim 5 and for examination 
purpose claim 6 depends from claim 5. 

Claim 1 1 , which depends from claim 4) recites the limitation "step of aligning the 
guide pin" in line 1-2. There is insufficient antecedent basis for this limitation in the 
claim. Examiner takes note that this step is found in claim 7 and for examination 
purpose claim 11 depends from claim 7. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US Pat 6149654, in IDS) in view of McGuire et al. (US Pat 5374270). 

Johnson discloses a method comprising the steps of introducing a guide pin 
through a bone and inserting a cutter at the distal end, securing the cutter, and drilling 
into the bone in a retrograde manner using the guide pin. (Johnson col 2:24-49, fig 4a- 
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4g) Johnson fails to teach of having a cannulated cutter. McGuire teaches of having a 
cannulated drill bit (1 1) or cutter (McGuire col 3:18-24), which solves the problem of 
easy removal of the cutter while leaving a pin in place (col 2:18-25). It would have been 
obvious to one skill in the art at the time the invention was made to perform the method 
of Johnson with a cannulated cutter in view of McGuire et al. in order to solve the 
problem of easy removal of the cutter while leaving a pin in place. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US Pat 6149654, in IDS) in view of McGuire et al. (US Pat 5374270) as applied to 
claim 1 above, and further in view of Purnell et al (US Pat 4781 182). 

The combination of Johnson and McGuire discloses the claimed method steps 
except for aligning the guide pin with a drill guide and a marking hook. Purnell teaches 
of using a drill guide (2), a marking hook (26, 28, or 30) (col 2:27-28), and where the 
guide pin enters the "pin sleeve" (14) (see fig 1). (col 6: 15-18, 25-31, 33-41). Using a 
drill guide facilitates the determination of the isometric cruciate ligament points of 
femoral origin for anterior cruciate ligament reconstruction (col 1 :29-64). It would have 
been obvious to one skill in the art at the time the invention was made to perform the 
method of the combination of Johnson as modified by McGuire, including a drill guide in 
view of Purnell et al., in order to determine the proper location of the isometric cruciate 
ligament points. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US Pat 6149654, in IDS) in view of McGuire et al. (US Pat 5374270) and Purnell et al 
(US Pat 4781 182) as applied to claim 2 above, and further in view of Urban (US Pat 
5676544). 

The combination of Johnson, McGuire, and Purnell discloses the claimed method 
except for having a marking hook with a tip and a visible mark 5 mm proximal to the tip. 
Urban teaches of having a marking hook that has a hook (210), a tip (220) and a visible 
mark (240) 5 mm proximal to the tip (see fig 2) (col 6:36-50). This allows a user to have 
an accurate measurement (col 2:49-54). It would have been obvious to one skill in the 
art at the time the invention was made to perform of the combination of Johnson as 
modified by Mcguire and Purnell, including a marking hook with a visible mark 5 mm 
proximal to the tip in view of Urban, in order to provide the user with accurate 
measurement. 

Claims 4, 5, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Johnson (US Pat 6149654, in IDS) in view of Morgan et al. (US Pat 5603716, in 
IDS). 

Johnson discloses of method comprising the steps of forming a socket in bone of 
a joint in a retrograde manner (claim 4). Johnson discloses the step of forming a socket 
in the bone by introducing a guide pin through the bone and attach a retrograde cutter, 
and retrograde cutting to form a socket (Johnson col 2:24-49, fig 4a-4g ) (claim 5 and 
9). Johnson fails to teach in specificity the surgery site as the knee and to secure the 
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ends of a graft to the socket. Morgan teaches of forming sockets in the femur and tibia 
and fixating the graft in the socket (col 1:45-2:31). This method simplifies ACL 
reconstruction in comparison to previous methods and reduces morbidity (col 1 :39-44). 
It would have been obvious to one skill in the art at the time the invention was made to 
perform the method of the combination of Johnson to include forming sockets in the 
femur and tibia and fixating the graft in the sockets in view of Morgan in order to simplify 
ACL reconstruction in comparison to previous methods and reduce morbidity. 

Claims 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson (US Pat 6149654, in IDS) and Morgan et al. (US Pat 5603716, in IDS) as 
applied to claim 4 above, and further in view of Purnell et al. (US Pat 4781 182). 

The combination of Johnson and Morgan discloses the claimed method except 
for the step of introducing the guide pin using a drill guide and an offset marking hook. 
Purnell teaches of using a drill guide (2), a marking hook (26, 28, or 30) (col 2:27-28), 
and where the guide pin enters the "pin sleeve" (14) (see fig 1). (col 6: 15-18, 25-31, 33- 
41). Using a drill guide facilitates the determination of the isometric cruciate ligament 
points of femoral origin for anterior cruciate ligament reconstruction (col 1 :29-64). 
It would have been obvious to one skill in the art at the time the invention was made to 
perform the method of the combination of Johnson modified by Morgan, including a drill 
guide in view of Purnell, in order to determine the proper location of the isometric 
cruciate ligament points. 
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US Pat 6149654, in IDS), Morgan et al. (US Pat 5603716, in IDS), and Purnell et al. 
(US Pat 4781 182) as applied to claims 6 above, and further in view of Urban (US Pat 
5676544). 

The combination of Johnson, Morgan, and Purnell discloses the claimed method 
except for having a marking hook with a tip and a visible mark 5 mm proximal to the tip. 
Urban teaches of having a marking hook that has a hook (210), a tip (220) and a visible 
mark (240) 5 mm proximal to the tip (see fig 2) (col 6:36-50). This allows a user to have 
an accurate measurement (col 2:49-54). It would have been obvious to one skill in the 
art at the time the invention was made to perform of the combination of Johnson as 
modified by Morgan and Purnell, including a marking hook with a visible mark 5 mm 
proximal to the tip in view of Urban, in order to provide the user with accurate 
measurement. 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson (US Pat 6149654, in IDS) and Morgan et al. (US Pat 5603716, in IDS) as 
applied to claims 5 and 9 above, and further in view of McGuire et al. (US Pat 5374270). 

The combination of Johnson and Morgan discloses the claimed method except 
for having a cannulated guide pin. McGuire teaches of having a cannulated drill bit (11) 
or guide pin (McGuire col 3:18-24), which solves the problem of easy removal of the 
cutter while leaving a pin in place (col 2:18-25). It would have been obvious to one skill 
in the art at the time the invention was made to perform the method of the combination 
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of Johnson as modified by Morgan, including a cannulated guide pin in view of McGuire, 
in order to solve the problem of easy removal of the cutter while leaving a pin in place. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for art cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kim whose telephone number is (571) 272-2817. 
The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 





